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REMARKS 

the Pending Claims 

Claims lthrough31havebee„ canceled, withoutprejudice. Claims 32 through 69 have been 

added. 



Ap plicant's Problem 

The Applicant's main problem comprised finding an inexpensive, cost effective way to use 
non-trad.tiona. low quality, readily-availab.e carbonaceous materials to obtain high quality coke. 
Furthermore, the Applicant addressed the problem of meeting or exceeding EPA standards using 
non-prime, non-traditional carbonaceous materials to produce coke. 

For decades, coke fines have been a discarded by-product from traditional processes for 
obtaining coke from coking coals. Coke fines are typically stored as essentially worthless landfill. 
By way of background: 

1. The cost of producing coke, using traditional technology, is significantly 

escalating because: 

a. The supply of good quality coking coals is progressively significantly 
decreasing and mining of the same is steadily more difficult and more expensive; 

b. ' Oldstyleplantsareclosingbecausetheyaretoocostlyforproduction 
and maintenance and some require costly upgrades to meet ever more stringent EPA 
and other governmental standards; 
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e . Coke obtained ftom old style plants still in operation are expensive 

and sometimes the quality is inferior; 

4 Newer form coke plants, only a few of which exist, are not cost 
effec.ive.requ.resaleoflowpricedexeessby-produets.oobtainaposit.vecashflow 

and typically produce less than prime coke. 

2. None of the prior processes reclaim coke fines as a primary feedstock. 

3 . None of the pnor processes are self contained or entirely closed, in terms of 
full internal recycled utilization of tar and off-gas by-products. 

4. None of the prior processes use inexpensrve low grade coal as a major 
element of carbonaceous feedstock, nor do they use discarded waste coa, fines, which 

traditionally are stored in slurry ponds or as landfill. 

5. Surprisingly,thecos.ofproducingcokeusingthepresentinvention,atfiling, 

was estimated as being withtn the range of S50-60/.on, compared to current metallurgical 
cok eprieesi„.heran g eof$100-120/.onandfoundryc„keinmerange O f$ 1 40-,60/ton,wi,h 

The Applicants have solved their problems in a remarkable and non-obvio„s way, which 
constitutesabreakthroughofmajor proportions inthe coke producmg art, by which coke fines, as 
arn.orfeeds.ockcomponent.and.owgradecokefines.asasecondm.orfeedstockcomponentare 

nrixedandprocesses to obtainhigh quality coke. Neitherofthe two major feedstock components 

are washed, elutriated, dried and segregated before being pyrolyzed. 

Asporntedoutingrea.erdetailbelow.noneofmepriorartpa.en.sappl.edanticipateormake 
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when an unsatisfied major need existed for high quality coke from low quality, far less expensive 
carbonaceous material. 

Analysis of the Prior Art 

Weber (U.S. 4,352,720) describes a typical form coke process. The process uses dried coal 
or fine coal mixtures as a feedstock. Mixing coals is necessary to be able to use higher swelling 
coals with a Free Swelling Index (FSI) of not more than 5, a critical limitation of Weber. The FSI 
requirementmeans the coal feedstock ofWeber must be high quality andexpensive. The useofcoke 
fines is limited to that of a minor additive used only when it is necessary to bring the FSI of the 
washed, low FSI coal feedstock fuel down to 5 or less from a higher amount. However, Weber does 
not use coke fine as a major component of the washed coal feedstock. 

To better understand the context of Weber's reference to coke fines, specific reference to 
Weber will be helpful. At Col. 5, lines 1-13, Weber delineates a main object of his invention: 

Accordingly it is an object of the invention to provide a process for the 
nrnH^tion of mol^ metallurgical coke from dried coal or fine coal mixtures with 
„ low swelling index and particularly from highl y volatile fine coal comprising 
mixing normal washed fine coal or fine coal mixtures of a grain size of from 0 to 10 
mm and having a swelling index of not more than 5 with a binder, pressing the 
mixture into a briquette, oxidizing the briquettes in a continuous material flow 
stream and coking the oxidized briquettes continuously in an oven chamber by 
supplying heat indirectly to the chamber and exhausting coke oven gases with a 
temperature of from 300° to 1200° C. (Emphasized) 

From this quotation, it is clear Weber limits the essence of his briquette feedstock to "dried 

coal or fine coal mixtures" to the exclusion of coke fines. (Emphasized) 

Weber, at Col. 5, lines 50-54, further characterizes his technology: 

a process for the production of molded metallurgical coke from dried coal 
nr fin* coal mixtures with a low swelling index and particularly highly volatile fine 
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coal. In addition the invention includes a device for carrying out the process. 
(Emphasized.) 

Further, Weber defines his feedstock, at Col. 5, lines 50-61: 

An amount of . . . w^hed fine coal with the following properties: 
eq ualtooX^ 
content 6%. (Emphasized.) 

Thus, not only is coke fines excluded by Weber as a fuel per se, but the washed coal fines 

as is the Weber process. 

Finally, Weber, in his claims, limits his feedstock to "dried coal or fine coal mixtures with 

a low swelling index." Claim 1, lines 2-3. 

TheWeber briquettes are placed in a vertically-directed three-stage coking chamberto(l) 

oxidi Z ethebrique.tes,(2)coke»^ 

isnot clearly outlined in Weber, but may provide some reduction of the FSI. The coking chamber 
destgn and operanon appears to comprise the main aspect of Weber's technology. Very little 

chamber is presented in Weber. An admission is made by Weber that an extra amount of pyrolysis 

by-products is produced. 

The system and methodology proposed by Weber is very complex and not cost-effective. 

Weber has not been commercialized. 

To achieve operability, the coal fines, which may include coal fine mixtures, must be 
washed and, thereafter, dried as they are elutriated, segregated and mixed with a binder to form 
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heat, and cooled. 

Weber'sfeedstocMfter being washed, is fed into wet coa, bin 2 and thence elutriated up 

drying taction leave a water content in the coal of less than 1%. 

The coal so delivered through dryer 5 is segregated at sifter 7 with fine coa, going into 
m ,ena,separator9,dustarres t er,3a„dfanl 5 withso m eoftheresult a ntbein g fed b a Ck v 1 a ta 

16tO gas g enera,„ r 10andthere m ainder d e,iveredvia,ine,7tobagfflterl8. 
filterl 8aredelivered,o line 25, whereas residua, gas is vented to 4e atmosphere via ven„9. in 
sifterT.thelargerparticies.ofthewashedanddriedcoairnix.aredelivcredtoahanunermillwhich 
g rindspar,ic,esover3 m »«os I nallerpart 1 c 1 es,whicharedeliveredvia,ine20toconveyor27,as 

„»es 21, 23 and 25 respectively. The soHd particles delivered to conveyor 27 pass by force of 
g rav 1 tyin,odrycoalbin29,,hee ffl uentofwhichis ml xedwithbinderfrornsource31inamixing 

green bri,uet.es are formed and conveyed via mechanisms 35, 36, and 37 to hopper 38. 

Green bribes from hopper 38 are selectively passed through lock chamber 39 into a 
ehargingbin 40 and thence into an oxygen chamber4. in which tnebriauet.es slide while bemg 

chamber 41 are stacked along a common vertical axis. 

Tneoxidizedbriouettesthe^^ 
ox yg enchamber41alongthesa m eve rt icalax i s,whereindirectheatingisusedtocrea,eho,molded 



coke at 1,000'C. Weber is largely silent as to exactly what takes place in his coking chamber 42. 

The coke briquettes next move into cooler 43, also located along the same vertical axis 
dir ectlybelowthecokingchamber42, where the hot molded coke 1S cooled to 50°C, with thecoke 
briquettes exiting the system via lock chamber 44 and outlet 45. 

Crude gases discharged from coking chamber 42 are displaced to the gas-cooling and 
purification mechanism shown in Figure 2, from which coal tar can be obtained. The tar may be 
used as a binder in forming the above-mentioned green briquettes. In this regard, attention is 
directed to Weber at column 7, lines 25 - 30, which states: 

"The crude gas obtained during coking is conducted successfully over 69 for 
cooling as shown in Figure 2 through the three cooling stages 80/8 1/82 before it is 
available, after liberation of fine dust in electrofilter 83 and a pressure increase in 
gas exhauster 84 for drying, oxidation, coking and an access (line 78). 
Webermakesmetallurgicalcokebriquettesfromexpensivewashedcoalfineshavingprecise 

characters. The p^ 

fuels fromavarietyofinexpensivecarbon sources including waste coke fines and waste coal fines 
and feedback tar to create a fixed carbon binder which holds the fines together. 

The Weber process can not use high-ash waste coals since the ash content of the resulting 
product would not be acceptable. 

Weber admits that the Weber process does not operate in a closed system since a "large 

amount of excess gas" is generated and discharged. 

Deering(U.S.4,530,752)disclosesanoilshaleretort,whichrecyclessomepartofpyrolyzed 

organicmattertoheat^^ 

andmaynotbeusedtoproducecoke. Fuel recycling is common to many processes to consume by- 
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product fuels generated in the main part of the process, thus improvmg efficiency. Deering 
describes fuel recycling for an oi, shale retort process. In conttasUhefoe, recycle of the present 
i„ve„.ion 1 susedtoheatacokin g eha m ber.Deenn g clear,ysta,es''Worrnally,thenneswi..beo,l 

shale fines." While Deering suggests, a. Column 8, lines 50-61, tha, petroleum cokemaybe used 
in his shale retort process, that does not teach one of ordinary skill that coke fine mixed with non- 
prime coa, can be used to produce high q ua,ity coke. Deering does notexpressly disclose useof 
fines havmg the FSI mandated by Weber. Bridging the gap between the Weber and Deering 
technologies would not be obvious to one of ordinary ski.l. The reliance by the Examiner on 
Deering is a classic case of hindsight reliance on the present application, since Weber does not 
disclose the appropriateness of coke fines as an acceptable major feedback material, and Deenng 
limits his technology to the production of oil and gas from shale. Weber and Deering are 
incompatible and noncombinable. 

Nicaud (U.S. 6,043,289) discloses a technology which converts waste plastics into a 
bitumen base for industnal use. Synthetic petroleum-based bitumens are produced from 
,he™oplas,icma,e ri a,s(polyo^ 

content and are no, suitable for use (lack utility) as a b.nder in coke process of the type disclosed 
in the present application, without substantial alteration. No such alteration is suggested by the art 
relied upon. 

Thereisnoteachingmanyofmethreereferencesrelreduponthatanyonereferenceshould 
or couldbe combined with either or both ofthe other two references. The proposed combinations 
by the Examiner do no, result from a readmg of the references, bu, are an effort to reconstruct the 
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art beyond anything readily apparent or obvious to one of ordinary skill and are based on 
confidential access to the contents of the present application. 

Thf 35 U.S.C . § 102 Rejections AND R esponse THERETO 

The Examiner rejected original Claims 1, 3-5, 7-9, 11-13,15,16, 28 and 29 under 35 USC 
§102(b) as anticipated by Weber. For the reasons presented above, this rejection should not be 
advanced and repeated as to the presently pending claims. 

With the foregoing in mind, the initial reliance was and any further reliance on 
U.S.C. § 102 would be misplaced as such violates and would continue to violate the strict "every 
element" [or every step] and "every function" requirements of U.S.C. § 102. Restated, § 102 
may be applied to a claim only when "every element" and "every function" of the claim is found 
in the § 102 reference. For example, T indemann MaschinenfihriV GMBH v American Hoist 
TVrridc Co. et. al.. 221 USPQ 481, 485 (CAFC 1984), which emphasizes the "every 

element" requirement: 

Anticipation requires the presence in a single prior art reference of ejch 
every element of the claimed invention arranged as in the claim Connelly 
Sears Roebuck & Co., 722 F.2d 1542, 220 USPQ 193 (Fed. Cir. 1983), SSIH 
Iqdp S A v. USITC , 718 F.2d 365, 218 USPQ 678 (Fed. Cir. 1983). In 
deciding the issue of anticipation, the trier of fact [Examiner] must identify the 
elements of the claims, determine their meaning in light of the specification and 
prosecution history, and identify corresponding elements disclosed in the alleged 
anticipation reference. (Emphasis supplied.) 

pp a mr p v Annlied ^ Systems. Inc., 221 USPQ 385, 389 at fn. 5 (Fed. Cir. 1984) 

emphasizes the "every function" requirement: 

Anticipation is determined by comparison of the reference with the claims. 
The claims here define the invention in terms of several specific means plus 
function" elements. The limitations which must be met by an anticipatory 
r^e^ce are those set forth in e^rh statement of the function. In re Mott , 557 
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269 194 USPQ 305, 307 (CCPA 1977). Such a limitation cangotbg 
(Emphasis added.) 

The Federal Circuit confirmed the forgoing in 
7 USPQ2d 1315, 1317 (Fed. Cir. 1988): 

For a prior art reference to anticipate in terms of 35 U.S.C. Section 102, 
aJSS £ claimed invention 
Sto^TS HyblitedUl^ 

157^31 USPQ 81, 90 (Fed. Cir. 1986), cert, denied, 107 S.Ct. 1606 (198/). 
(Emphasis provided). 

Sim i,ar,y,theNinthar^ 

1983), has held: 

M&to is a technical defense which ' ""^gf^^ 
-, , ,^7^r:. rwo Fih.-n.lm Corp.. 514 F.2d 901, 904, 185 UM-y 

Burford holds: 

Since alUimifitions of a claim must be considered in W^g to 
„ subjecTli^r-. . 

(CCPA 1974). 

The Examiner, in making the § 102 rejection, failed to give appropriate weight to 
fimciona! statements tied to a specific strucrura! means. This is error. As stated in Exjaffi 
Bvlund . 217 USPQ 492, 498 (Bd. of App. 1981): 
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provided.) 

The foregoing is wholly consistent with MPEP § 2131: 

A daim is anticipate, only if each and every — as set for* jn *e 
data is fonnd, either expressly or VSsPQM 1051, 1053 

reference. Verdegall Bros. v. Vmon ^j{ t ^™ n ' in as ^plete detail as 

(Fed. Cir. 1990). 

reference of record. Withdrawal of , 102 as a basis for refusing aUowance is, accordingly, 
a reference and still comply with the statutory requirements of 35 U.S.C. § 102. 

« IISC S 102 p.™-™™ *ND RESPONSE THERETO 

Claims 2, 10, 17-20 and 22 -27, as origrnal.y submitted, were rejected under 

35 USC § 103(a) as obvious over Weber in view of Deering. 

C 1 a 1 ms6and 1 4,asorig 1 nal 1 ysubmitted,werere j ec,edu„der35USC § .03(a)asobv 1 ous 

over Weber in view of Nicaud. 

Weber in view of Deering and further in view of Nicaud. 
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over Weber. 

references are noncombinable, .compatible, would no, produce the present 
^entionobvioustooneofor^skiUfor.hereasonsse.foAabove. 

set forth. . 

fc «-"^* — — 

same p r „b,emorad lff eren, JB * taBtaB -«.«— — — " 

present application is no. avai.able to establish obviousness, 
able to solve their problems, whereas the prior art did not. 

More specify, "the re.ationship between the problem wh,ch the inventor ... was 

r ■ m 716 USPO 298 304 (Del. D.C. 1981). Thus, in 
Stanlex^^^ 216 USPQ 29«, 
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problem addressed by the prior art. 

In respeet ,o tne appoint* of any reference a g a,nst ciarnrs of a pend,n g U.S. pa t e„ t 

^ttedtHatnodnectrons *««^«.«- 

present inventlon , as Cainred. A— - — ~" * — — - 

withdrawn. . 

Ttap ««i^>■-^'^'^ ,,^3,,e " ,lh,l, 

aoiTT^ 1 17 148 USPQ 459, 467 (1966). 
Supreme Court's decision in Qr^JoM^. 383 

(3) resolution of the tod of ordinary skill in the pertinent art. 

providea fey Iaj ^, 15 1 USPQ 48 (CCPA is tHat - P-r ar, r^« 
pj2yidejhe_jrrvejvt^ °~ " 
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references relied upon by the Examiner do not propose, express,, or inferential or by sound 
reasoning, the claimed so.u.ion to the inventors' aforementioned problem. Consequently, the 

references fail the Winslow § 103 test. 

I|| „ |t , rr ,.^„ rn ., WvUnitedS,a,es.217USPQ 193(Fed.Cir. 1983), .he Federal 

at pages 196, 197, also focuses on the "problem" faced by the inventor: 

In determining the relevant art . . . one looks at the nature of the pjablem 

confronting the inventor. 

* * * * 

would it then be nonobvious to this person of ordinary skill in fteart to 

which attaches to all honest attempts to answer this question can be attributed to tne 

Tu"e fte pa tent in suit [the patent application before the Examiner] as a guide 
toughthem z ^^ofprior^reVences.combiningmerightreferences.nW 
wT » s to achieve the result of the claims in suit. MaWBte 
mr i- irr- '-IT- """"" ^ """""" «™™*— ss - ■ ■ ■ 

(Emphasis added.) 

Applying the Federal Circuit's analysis in C^mopedic, it is clear the claims of the present 
applicationare allowable under§103. Persons ordinarily skilled in the artwouldbe charged only 
with an understanding of the express teachings of the individual analogous references. These 
references do not expressly teach or suggest the claimed methodology. To read into the references 
the inventors' present solution, necessarily requires hindsight reliance on Applicants' application, 

contrary to the instructions of Orthopedic . 

The references relied upon teach away from the present invention. No reference even hints 
atthe Applicants' combination. Hence.the references are not available to defeat the pending claims 
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here, under § 103, giving effect to Orthopedic. Ifthe Examiner persists in the § 103 rejection, it is 
again courteously requested that the locations in the references which propose or suggest 
Applicants' claimed methodology be identified. 

The Federal Circuit has also said that "[t]he claimed invention must be considered as a 
whole , and the question is whether there is something in the prior art as a whole to suggest the 

HPsrirshilitv. and t fru ™e. ohviousnep * <* ™H"P the, combination." (Emphasis provided). 

T .inde.ma.nn Masc b^fthrik GmbH v American Hoist and Derrick , 221 USPQ 481 (Fed. Cir. 

1984). The above standard was reiterated in Fromson v. Advance, Offset Plate, Inc., 225 USPQ 26 

(Fed. Cir. 1985). Clearly, the present methodology as set forth in the present claims are not obvious 

"as a whole" from the references. 

The Board of Appeals confirms that hindsight reliance through confidential access to an 

application being examined, in an attempt to arrive at the claimed invention under 35 U.S.C. § 1 03 , 

is negated. See Fx parte Clapp , 227 USPQ 972, 973 (Bd. of App. 1985), which states: 

To support the conclusion that the claimed combination is directed to 
n1r . irir ^ jo .t™c,ttPr eitherthe.referencesmustexpresslyorimpliedlysuggestthe 
rUi^A eomhination or t he examiner must present a convincinp line of reasoning 
to whv the artisan wmilri have found the claimed invention to have been obvious 
in li ght of the teachings of the references . (Emphasis supplied). 

Here, there is no express or implied suggestion in the references that the claimed 
methodology could or should be used to solve the problem facing the present inventors. There is 
no convincing line of reasoning available in respect to the references by which an artisan would, 
as a matter of obviousness, have arrived at the present claimed invention absent any suggestion, 
express or implied, in the reference of the solution fashioned by the present inventors, as set forth 
in the claims. 
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Here, the indication of nonobviousness is substantial, under the primary considerations of 
Graham, i.e., the basic irrelevance of the prior art to the claimed methodology, failure of others to 
provide the inventors' solution both before and after the present invention and the fact that others 
have not foreseen the inventor's solution even though the prior art teachings have been around for 
some time. A determination of nonobviousness is compelling. 

Nonobviousness follows from Panduit Corp. v. Dennison Manufacturing Co., 1 USPQ 2d 

1593, 1605 (Fed. Cir. 1987): 

Indeed that pigments notH hy the court lav about in the prior art 
T ,,;ioKi. W y .,r, to all skiiw workers, without is the court found suggesting 
the claimed jp™*™* k itself evidence of nonobviousness. 
(Emphasis provided.) 

Where, as here, the prior art is simply incapable of functioning as required by the present 

claims and achieving what is achieved by the present invention, § 103 rejections cannot be 

sustained. Here as in F.x narte Gould . 231 USPQ 943, 946 (Bd. App. 1986): 

the examiner has failed to make out a prima facie case that . . . [the prior art] 
^^kr ^hle of achieving . . . [what is achieved by the present invention] 
we are constrained to reverse the rejections based on . . . [the prior art]. (Emphasis 
supplied.) 

For the Examiner to assign attributes to the references which do not, in fact, exist and to 
entirely discount the critical language within the claims which is directed to Applicants- 
combination does not comply with the Graham requirement of [objectively] identifying the 
differences between the claimed invention and the prior art. Under In re Wood and Eversole , 202 
USPQ 171, 174 (CCPA 1979), it was necessary: 

... to more closely ap proximate the r eality of the c ircumstances surrounding the 
maWin pofan invention . . . . (Emphasis added.) 
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uponthefactsofthiscasewillbehelpful. 



provided.) 

220 USPQ 303, 312-313 (Fed. Cir. 1983): 

suit, ^^^^^^^^^^^^^ 

TheF edera,Circuitr^^^ 
ffi!a C m , 5 USPQ2dl434, 1 438,»439(Fe,Ci,.98S),whe reit washe 1 , 

..^ prior an references .-^"-J^^SSS 

ttaaoiteJtothel^^ thus the obviousness, of 

prior art as a whole must suggest the desirability, 
making the combination. 



ordinary skill in the art to make the combination. 
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£ « * X the combination. (Emphasis added; Canons ommed.) 
The Uniroyal analysis applies here as well. 

dearly, the present invenuon ,s not obvious, based upon the analysis of primary 
considerations mandated by the U.S. Supreme Court in Siaham. 

^rejection u„der § ,03 has a further malady. It fa,, to give any weight to me fact that 

as in InreHedges^etah, 228 USPQ 685, 687 (Fed. Cir. 1986): 

toato-. We agree with . ^^XX^^i^yone 
considered. ^ teachmgs are w be viewedw to^u^ m (<) kk 

citations omitted.) 

For the reasons stated, the § 103 rejections cannot be sustained. 
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CONCLUSION 

Presently pending Claims 32-68 defme patentable subject matter not ant^^ 
obvious by the References. Allowance is proper and is courteously invited. 



Respectfully submii 



602 East 300 South 

Salt Lake City, UT 84102 
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